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Foreword

Design rights are, quite rightly, increasingly coming under the spotlight given their
acknowledged importance to the ‘knowledge economy’.

Ever since the Lisbon revision of the Paris Convention in 1958 there has been a
specific obligation to protect industrial designs, but to date the nature of the protection
has been largely left open to the parties involved and the various resulting regimes have
not been harmonised.

To address this issue within the EU single market, the EU legislators adopted the
Regulation on the Community Design and the Design Directive, harmonising the laws
of the Member States.

In spite of the legal novelties introduced by this, and the rapid adoption of the
Registered Community Design (RCD) by businesses throughout the EU and across the
globe, there remains a relatively small body of detailed literature aimed at the needs of
IP professionals.

This is, perhaps, surprising given the value placed on design rights by industry, which
is clearly demonstrated by the more than 800,000 applications for RCDs that have come
from companies based all over the world since 2004.

Under the editorship of Professor Hasselblatt, the current book, and a companion
volume on the CTM, set out to address the gap in the market for comprehensive pan-
European commentaries in English, covering the entire text of the relevant legislation
for Community trade marks and designs ‘provision by provision’.

The volume on the RCD has been prepared during a period when there is an upsurge
in interest in the importance of design to businesses and the value of protecting design
rights.

This value has been confirmed by a recent study on the economic contribution of
IPR-intensive industry, carried out by OHIM through the European Observatory on
Infringements of Intellectual Property Rights, in partnership with the European Patent
Office, and with the help of a number of other authorities.

The study shows that 39 % of total economic activity in the EU – that is E4.7 trillion
of GDP ($6.3 trillion) – is provided directly by industries that use IP rights intensively.

Approximately 26 % of all employment in the EU directly depends on the IPR-
intensive industries and another 9 % of jobs rely indirectly on these industries and they
also account for 90 % of external trade.

The study, which for design data examined RCDs, shows a strong inter-dependence
of IP rights, since they are often used in combination. Trade marks emerge as being the
IP right that is most relied upon, followed by patents and designs, with these two rights
making a similar contribution.

Looked at individually, design-intensive industries support 27 million employees,
which is 12 % of total employment in the EU, and account for 12.8 % of GDP.

The Registered Community Design, and the Community Trade Mark (CTM), are
part of a two-tier system of trade marks and design rights. Consequently, OHIM works
in close partnership with National IP Offices to provide a choice of national or EU-wide
rights to entrepreneurs, depending on their business needs. This relationship has been
reinforced by the success of the European Trade Mark and Design Network, which is
building shared IT tools to modernise the trade mark and design system, and working
to converge practices.
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Against this background, the increased interest in providing detailed analysis of the
legislation underpinning these important IP rights is very welcome.

Professor Hasselblatt is a well-known and highly respected figure in the IP world. A
partner in the Cologne office of CMS Hasche Sigle, he is also adjunct professor at both
the McGeorge School of Law, Sacramento, as well as the Chicago-Kent College of Law,
and he is a member of GRUR’s expert committee for trade mark and unfair competition
law.

In addition to authoring a number of commentaries personally, Professor Hasselblatt
has assembled for both volumes an impressive list of co-authors including leading
figures in European Intellectual Property law drawn from a wide spectrum of law firms,
faculties and authorities.

The books are written ‘by practitioners for practitioners’, and as such are a very
welcome and useful addition to the canon of literature on IP, deserving a place on the
bookshelf of any professional or student interested in the Community trade mark and
design system.

I commend him and his fellow authors for the scale and ambition of the work and
am particularly pleased to see that the intention is to update both volumes regularly to
keep pace with changes in legislation and practice.

António Campinos
President, OHIM

Foreword
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Preface

The international market for books in the field of intellectual property is largely
saturated. There is, however, a noticeable void in the area of pan-European commen-
taries in the English language on both the Community Design Regulation (CDR) and
the Community Trade Mark Regulation (CTMR). In fact, the low density of the
available English language literature is in striking contrast to the commercial impor-
tance of the Community design and the Community trade mark. The present Com-
mentary and the parallel work on the CTMR aim to make a contribution to filling this
gap.

This Commentary has been written by ‘practitioners for practitioners’, with a focal
point on the application, registration and enforcement practice regarding Community
Designs. The authors of this work come from all walks of life and are all true design
experts; the band of authors encompasses practising lawyers, legal scholars, judges and
OHIM officials. Suffice to say that the Commentary reflects the personal views of the
authors and should not be attributed to their respective law firms and clients or to
particular cases. In the case of OHIM agents and officials, the views and opinions
expressed do not necessarily reflect those of the Office.

Instead of reflecting the legal conception of one or of a few Member States, the
Commentary endeavours to interpret the CDR from a European perspective, focusing
on the plethora of decisions rendered by OHIM, the GC and the CJ, supplemented by
important decisions handed down by the Community Design Courts, namely where
such decisions were rendered in ‘landmark cases’.

The format corresponds to that of a ‘traditional’ German commentary, dealing with the
entire text of the CDR on an article by article basis. As far as possible, the commentaries
on the individual articles are for the most part structured identically so as to enhance the
user-friendliness of the work. In addition, by way of cross references, the reader’s
attention is called to systematics not only in the CDR, but also to similarities or
differences in terms of the CTMR. Where appropriate, the authors explain the practical
implications of the provisions contained in the CDIR and the CDFR.

The CDR commentary under A. obviously constitutes the main part of the present
work. However, the CDR does not regulate all of the proprietor’s rights but deals only
with the claims for information and compensation in certain respects. The Regulation
remains silent about all other claims. Under Art. 88 CDR, the courts are to apply their
national law on all matters not covered by the CDR. This holds true, amongst others, to
many remedies in infringement actions. Therefore, in order to achieve the quite
ambitious goal of ‘unitary character’ throughout the EU, it is of paramount importance
to establish and maintain uniform standards for the enforcement of the CDR in all EU
Member States. At the same time, it has to be ensured that, as far as it is possible, these
standards will be uniformly applied by the courts. In this respect, the Enforcement
Directive (2004/48/EC) has proven to be quite valuable, as it provides for a harmonized
body of law. As it is crucial for the proprietors of CD rights to be familiar with said legal
framework, under B. this Commentary deals with those measures and remedies that are
not dealt with in the CDR.

Furthermore, under C. the Commentary includes a section explaining the enforce-
ment of intellectual property rights under the national laws in each of the 28 Member
States. This entails the assertion of the proprietors’ IP rights out of court as well as in

VII
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litigation in summary and main proceedings. All of these ‘country reports’ are written
by experts from the respective EU jurisdiction and follow a uniform structure.

The commentary is rounded off by supplementary rules, such as implementing
regulations and examination guidelines under D., followed by a Table of Cases under
E., reflecting the decisions cited throughout this Commentary.

The authors, the publisher and the editor would be very appreciative of readers’
comments and suggestions. Please send any feedback and criticism to gordian.hassel-
blatt@cms-hs.com.

Gordian N. Hasselblatt
Cologne, December 2014

Preface
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Héloı̈se Bock, Avocat à la Cour, Arendt & Medernach, Luxembourg Luxembourg

Lavinia Brancusi, Dr., Assistant Professor at the Cardinal Stefan Wyszynski
University, Warsaw

Artt. 8–9; Poland
(together with Ewa
Skrzydło-Tefelska)

Johanna Brückner-Hofmann, LL.M. (Exeter), Vorsitzende Richterin am
Landgericht (Presiding Judge), Düsseldorf

Art. 6

Andrej Bukovnik, Lawyer, PETOSEVIC, Ljubljana Slovenia

Louise Carey, Solicitor and Trade Mark Attorney, Tomkins & Co., Dublin Ireland

Claus Barrett Christiansen, LL.M. (Kings College London) Lawyer, Bech-
Bruun, Copenhagen/Aarhus

Art. 7

Magnus Dahlman, LL.M. (University of Lund), Advokat, Setterwalls Advokat-
byrå, Malmö
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ŠVORČÍK KALENSKÝ and Partners, Praha

Czech Republic

Tom Heremans, LL.M. (UCLA), Advocaat, CMS DeBacker, Brussels Belgium

Gordon Humphreys, LL.M. (University of Wales, Cardiff) and Licence Spéciale
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Peter Kružliak, Mgr., Advokát, BRICHTA & PARTNERS, Bratislava Slovakia
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Jan Busche/Peter-Tobias Stoll/Andreas Wiebe, TRIPs – Internationales und europäisches Recht des
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Paul Ströbele/Franz Hacker, Markengesetz, 11th ed., Cologne 2015;

Robert M. Stutz, Individualität, Originalität oder Eigenart? Schutzvoraussetzungen des Design, Bern 2002;

David Tatham/William Richards, ECTA Guide to E.U. Trade Mark Legislation, London 1998;

Louise Thorning/Solvår Winnie Finnanger, Trademark Protection in the European Union with a
Scandinavian View, Copenhagen 2010;

Guy Tritton, Intellectual Property In Europe, 4th ed., London 2014;

Paul van der Kooij, The Community Trade Mark Regulation, London 2000;
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