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Foreword

The practical relevance of German patent law and of European patent law as applied
in Germany is reflected in its enormous economic impact, Germany being Europe’s
most important location for patent infringement suits and the country in which most
European patent applications are filed. Hence, German patent law is of particular
interest not only for German practitioners, but for practitioners throughout the world.
Literally everybody who is concerned with patents in Europe has to take the legal
situation in Germany into account.

Furthermore, German patent-related legal research and case law have evolved for
more than a century, strongly influencing European patent law. It is a further goal of this
book to make such long-standing principles accessible to those unfamiliar with the
German language in order to enrich the international debate in all legal matters related
to patents.

Thus, the Patent Law Handbook is meant for lawyers, legal and patent departments of
business entities, as well as judges and administrative bodies worldwide, in order to
support them in their day-to-day business when they are concerned with questions
relating specifically to German patent law, and in order to allow a comparison of their
own legal assessment with German principles.

For these purposes, this book offers a comprehensive presentation and analysis of the
substantive issues of German, European and international patent law. It also covers
procedural aspects insofar as they do not relate solely to the German court system and
therefore seem to be of international interest.

The content of this book is essentially an English translation of its parallel German
publication “Handbuch des Patentrechts”, which was published in 2012 by C. H. Beck.
Some sections of the German equivalent have been adapted to better meet international
needs, one section covering purely procedural aspects of infringement suits has been
omitted. The section on Supplementary Protection Certificates (SPCs) will be subject to
a separate English publication.

The authors of the Patent Law Handbook are judges, attorneys, patent attorneys and
researchers. All of them have years of experience in the field of patent law and practice.
The editors wish to thank all the authors for their unrelenting efforts and work.

Literature and case law up to February 2012 have been taken into account.

Freiburg and Düsseldorf, August 2013

Maximilian Haedicke Henrik Timmann
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EU........................... European Union
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(International Federation of Intellectual Property Attorneys)

Fn............................ footnote
FRAND ................. Fair, reasonable and non-discriminatory conditions
FS ............................ Festschrift (liber amicorum)

GATT..................... General Agreement on Tariffs and Trade
GC .......................... General Court
GDR ....................... German Democratic Republic
GebrMG ................ Gebrauchsmustergesetz (German utility models act)
GeschmG .............. Geschmacksmustergesetz (German design act)
GG .......................... Grundgesetz (German constitution)
GRUR .................... Gewerblicher Rechtsschutz und Urheberrecht (German law journal)
GRUR Int.............. Gewerblicher Rechtsschutz und Urheberrecht – Internationaler Teil

(German law journal – international part)
GRUR-Beil............ Gewerblicher Rechtsschutz und Urheberrecht – Beilage (German law

journal – supplement)
GRUR-Prax .......... Gewerblicher Rechtsschutz und Urheberrecht – Praxis (German law

journal – practice)
GRUR-RR ............. Gewerblicher Rechtsschutz und Urheberrecht – Rechtsprechungsteil

(German law journal – law report)
GVG....................... Gerichtsverfassungsgesetz (German judicature act)
GWB ...................... Gesetz gegen Wettbewebsbeschränkungen (German law against

restraints of competition)
GWR ...................... Zeitschrift für Gesellschafts- und Wirtschaftsrecht (German law

journal)
G-ZollVG.............. Zollverwaltungsgesetz (German customs administration law)

HGB ....................... Handelsgesetzbbuch (German commercial code)

ICT ......................... Information and Communications Technologies
i. e............................ id est
ibid ......................... in the same place
id. ............................ see idem.
idem. ...................... the same as something/someone previously mentioned
IIC .......................... International Review of Intellectual Property and Competition Law
Impl. Reg. [EPC].. Implementing Regulations to the EPC
InstGE.................... Entscheidungen der Instanzgerichte zum Recht des geistigen

Eigentums(German law report of higher regional court concerning
IP cases)

IntPatÜG............... Gesetz über internationale Patentübereinkommen (German law on
international patent conventions)

Intro. ...................... Introduction
IP ............................ Intellectual Property
IPR.......................... International Privatrecht (private international law)
IPRED.................... Intellectual Property Enforcement Directive
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ISO/IEC................. Information technology – Security techniques – Information
security management systems – Requirements

ITRB....................... IT Rechtsberater (German law journal)

JIPITEC ................. Journal of Information Technology and E-Commerce Law
JIPLP...................... Journal of Intellectual Property Law & Practice
JW........................... Juristische Wochenschrift (German law journal)
JZ ............................ Juristen Zeitung (German law journal)

KostRegBerG........ Gesetzes zur Änderung des patentrechtlichen Ein- spruchsverfahrens
und des Patentkostengesetzes(German law amending patent oppo-
sition proceedings and the patent costs law)

LG........................... Landgericht (court of first instance in Germany and Austria)
lit............................. litera
LK-author ............. Leipziger Kommentar zum Strafrecht (article-by-article commen-

tary on criminal law)
LMuR..................... Lebensmittel & Recht (German law journal)

MA ......................... Marketing authorisation
MarkenG............... Markengesetz (German trademark act)
Mitt......................... Mitteilungen der deutschen Patentanwälte(German law journal)
MMR...................... Multimedia und Recht (German law journal)
mn. ......................... margin number
MPI ........................ Max Planck Institute for Intellectual Property and Competition

Law
MPR ....................... Medizin Produkte Recht (German law journal)
MuW...................... Markenschutz und Wettbewerb (German law journal)
MüKo-BGB........... Münchner Kommentar zum BGB (article.by-article commentary on

the BGB)

NJOZ...................... Neue Juristische Online-Zeitschrift (German law online journal)
NJW ....................... Neue Juristische Wochenschrift (German law journal)
NJWE-WettbR..... NJW Entscheidungsdienst Wettbewerbsrecht (German law report)
NJW-RR................ NJW Rechtsprechungs-Report Zivilrecht (German law report in civil

matters)
No./nos. ................. number/s
NVwZ .................... Neue Zeitschrift für Verwaltungsrecht (German law journal)
NZI......................... Neue Zeitschrift für Insolvenzrecht (German law journal)

OGH ...................... Oberster Gerichtshof (supreme court of Austria)
OHIM .................... Office of Harmonization for the Internal Market
OJ............................ Official Journal
OJ EPO.................. Official Journal of the EPO
OLG ....................... Oberlandesgericht (higher regional court in Germany)
OMPI..................... Organisation Mondiale de la Propriété Intellectuelle
OWiG .................... Ordnungswidrigkeitsgesetz (German code of administrative

offences)

p./pp. ...................... page/s
PACE ..................... Notice from the European Patent Office concerning the

programme for accelerated prosecution of European patent
applications

para./s. ................... paragraph/s
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PatG ....................... Patentgesetz (German patent act)
PatGÄndG ............ Patentrechtsänderungsgesetz (
PatKostG............... Gesetz über die Koten des DPMA (patent costs law)
PatKostZV ............ Verordnung über die Zahlung der Kosten des DPMA (patent costs

payment ordinance)
PatRModG............ Patentrechtsmodernisierungsgesetz (law for streamlining and mod-

ernising patent law)
PatV ....................... Patentverordnung (German patent ordinance)
PC........................... Paris Convention
PCT ........................ Patent Cooperation Treaty
Pharm. Ind. .......... German journal
PharmR ................. Pharma Recht (German law journal)
PIP.......................... Practical investigation plan
PMZ ....................... Patent-, Muster- und Zeichenwesen (law related to patents, trade-

marks and signs)
Prop. Ind............... La Propriété Industrielle (French law journal)
PrPG ...................... Produktpirateriegesetz (German product piracy act)
PTO........................ Patent and trademark office

R.............................. Rule
R&D BER.............. Block Exemption Regulation Research and Development
RegCAP................. Regulation on Community procedures for the authorisation and

supervision of medicinal products for human and veterinary use
and establishing a European Medicines Agency

RegMPP................. Regulation on medicinal products for paediatric use
RegSPC.................. Regulation concerning the supplementary protection certificate for

medicinal products
RFees...................... Rules relating to fees
RG .......................... Imperial Court
RGSt....................... Entscheidungen des Reichsgerichts in Strafsachen, amtliche Samm-

lung (official law report of the RG in criminal matters)
RGZ........................ Entscheidungen des Reichsgerichts in Zivilsachen, amtliche Samm-

lung (official law report of the RG in civil matters)
RiStBV ................... Richtlinien für das Strafverfahren und das Bußgeldverfahren (Ger-

man guideline for criminal proceedings and proceedings concern-
ing administrative fines)

RiW ........................ Recht der internationalen Wirtschaft (German law journal)
RNA ....................... Ribonucleic acid
ROHGE ................. Entscheidungen des Reichsoberhandelsgerichts (Official law report of

the German Imperial supreme commercial court)
RPA........................ Reichspatentamt (German Imperial patent office)
RPBA ..................... Rules of Procedure of the Board of Appeals
RPEBA................... Rules of Procedure of the Enlarged Board of Appeals
RulesGCP.............. German Rules on the Application of Good Clinical Practice during

Conduct of Clinical Trials with Medicinal Products for Human Use

SCRIPTed ............. Centre for Research in Intellectual Property and Technology Law
Sec........................... Section; paragraph
sid ........................... Scientific information data base
SortG...................... Sortengesetz (German plant variety protection act)
SPC......................... Supplementary Protection Certificate
StGB ....................... Strafgesetzbuch (German penal code)
StPO ....................... Strafprozeßordnung (German criminal procedure code)
SUG........................ Signaturgesetz (German digital signature act)
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TEC ........................ Treaty establishing the European Community
TEU........................ Treaty on European Union
TFEU ..................... Treaty on the Functioning of the European Union
TRIPS..................... Trade-Related Aspects of Intellectual Property Rights
TT........................... Technology Transfer
TT-BER ................. Technology Transfer Block Exemption Regulation

UPC........................ Unified Patent Court
UrhG...................... Gesetz über Urheberrecht und verwandte Schutzrechte (German

copyright act)
U.S.C. ..................... United States Code
USPTO .................. US Patent and Trademark Office
UWG...................... Gesetz gegen den unlauteren Wettbewerb (German law against

unfair competition)

v./vs. ....................... versus
Vertical-BER ........ Vertical Block Exemption Regulation
vol. .......................... volume
VPP ........................ Association of Intellectual Property Experts
VPP-Rundbrief .... Circular of the VPP
VwZG .................... Verwaltungszustellungsgesetz (German law on service in adminis-

trative procedures)

WIPO..................... World Intellectual Property Organization
WRP....................... Wettbewerb in Recht und Praxis (German law journal)
WTO...................... World Trade Organisation
WuW ..................... Wirtschaft und Wettbewerb (German law journal)

ZEuP ...................... Zeitschrift für Europäisches Privatrecht (German law journal)
ZGE........................ Zeitschrift für Geistiges Eigentum (German law journal)
ZGR........................ Zentrale Gewerblicher Rechtsschutz
ZPO........................ Zivilprozessordnung (German civil procedure code)
ZUM ...................... Zeitschrift für Urheber- und Medienrecht (German law journal)
ZWeR..................... Zeitschrift für Wettbewerbsrecht (German law journal)
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1. The Temperaturwächter ruling ............................................................................. 880
2. The requirements for a forfeiture of rights ........................................................... 881

a) Legal principle ................................................................................................... 881
b) Injunctive relief ................................................................................................. 881
c) Compensation for damages and unjust enrichment ........................................ 883

3. Possible elements allowing for acceptance of a forfeiture of claims and individual
aspects .................................................................................................................... 884
a) Element of time and element of circumstance ................................................. 884
b) Lack of knowledge of the patent ....................................................................... 884
c) Flexible system in terms of the element of time and the element of

circumstance ...................................................................................................... 884

§ 10. Legal consequences of patent infringement

A. Creditors and debtors of claims for infringement ............................................................. 890
I. Creditors .................................................................................................................... 890

1. Registered owner .................................................................................................... 890
2. Extent of the registered owner’s capacity to sue ................................................... 891
3. Several owners ........................................................................................................ 891
4. Others with property rights ................................................................................... 891
5. Exclusive licensees .................................................................................................. 892
6. Other licensees ....................................................................................................... 892
7. Transferred claims ................................................................................................. 892

II. Debtors ....................................................................................................................... 893
1. Potential debtors of an infringement claim .......................................................... 893
2. Infringer in the narrow sense ................................................................................ 893
3. Patent infringement by “interferers” ..................................................................... 893

a) Joint cause and promotion of a patent infringement by a third party ............ 893
b) Liability as “interferer” when infringing statutory inspection duty ................. 893
c) Extent of liability as interferer .......................................................................... 894

4. Several debtors ....................................................................................................... 894
B. Injunctive relief ................................................................................................................... 896

I. Basis and conditions for the claim ............................................................................ 896
1. Legal basis for the claim ........................................................................................ 896
2. Condition for injunctive relief in a nutshell .......................................................... 896

II. Risk of repetition and first perpetration .................................................................... 897
1. Risk of repetition ................................................................................................... 897

a) How a risk of repetition occurs ........................................................................ 897
b) Removal of the risk of repetition ...................................................................... 897

2. Risk of first perpetration ........................................................................................ 898
a) Cause of the risk of first perpetration .............................................................. 898
b) Removal of the risk of first perpetration .......................................................... 899

3. Personal extent of the risk of perpetration ............................................................ 899
II. Extent of the cease and desist obligation .................................................................. 900

1. Extent of the cease and desist obligation .............................................................. 900
2. Conditions for compliance with the cease and desist order ................................. 901
3. Beginning of the cease and desist obligation ......................................................... 901
4. Additional aspects of indirect patent infringement .............................................. 902

IV. Claim for removal ...................................................................................................... 903
C. Claim for damages .............................................................................................................. 904

I. Basis and conditions for a claim for damages ........................................................... 904
1. Legal basis and purpose of a claim for damages ................................................... 904
2. Fault of the infringer .............................................................................................. 905

Table of Contents Contents

XLV

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1


Reemers Publishing Services GmbH
O:/Beck/978-3-406-65074-1/3d/06_IVZ.3d from 16.09.2013 21:23:09

3B2 9.1.580; Page size: 160.00mm � 240.00mm

II. Calculating the level of damages ............................................................................... 907
1. There are three ways to calculate damages ........................................................... 907

a) The creditor’s right to choose ........................................................................... 907
b) Comparing the creditor’s right to choose with the provisions of the

Enforcement Directive ...................................................................................... 908
2. Damages actually suffered ..................................................................................... 908

a) Lost profit .......................................................................................................... 909
b) Concomitant/accessory damages ...................................................................... 909
c) Interest .............................................................................................................. 910

3. Licence analogy ...................................................................................................... 910
a) Basis of the calculation ..................................................................................... 910
b) Reference volumes ............................................................................................. 911
c) Royalty rate ....................................................................................................... 912
d) Interest .............................................................................................................. 915

4. Surrender of the infringer’s profit ......................................................................... 915
a) The relevance of infringer’s profit .................................................................... 915
b) Infringer’s relevant sales ................................................................................... 916
c) Debtor’s cost deductions ................................................................................... 916
d) Causality of the infringer’s profit ..................................................................... 919
e) Interest .............................................................................................................. 920

5. Calculation of damages for indirect patent infringement ..................................... 920
D. Claims for unjust enrichment and claims for compensation ............................................ 921

I. Legal basis of other compensation claims ................................................................. 921
II. General claim for unfair enrichment ......................................................................... 922

III. Claim for residual damages ....................................................................................... 922
IV. Claims for compensation under Section 33 PatG and Law on International Patent

Conventions Art II Section 1 ..................................................................................... 923
V. Claims for unjust enrichment and compensation in the case of indirect patent

infringement ............................................................................................................... 925
E. Claims for information and accounts ................................................................................. 925

I. Legal basis .................................................................................................................. 925
II. Information and accounts as a supporting claim ..................................................... 926

1. Basis and conditions for the claim ........................................................................ 926
2. The contents of the claim ...................................................................................... 927
3. The sworn statement ............................................................................................. 927
4. The limits on the duty to provide information ..................................................... 928

III. Claim for information under Section 140 b PatG ..................................................... 929
1. Purpose and conditions of Section 140 b PatG ..................................................... 929
2. Claim for information from the infringer and interferer ..................................... 929
3. Claim for information from other debtors ............................................................ 930

a) General conditions to be met ........................................................................... 930
b) Debtors .............................................................................................................. 930

4. The scope of the claim ........................................................................................... 931
5. Exclusion of the claim and inadmissibility as evidence ........................................ 932

a) Debtor’s right of refusal under Section 140 b Paragraph 2 PatG ..................... 932
b) Exclusion of claim if disproportionate ............................................................. 933
c) Inadmissible evidence in criminal proceedings ................................................ 933

6. Liability of the person providing information ...................................................... 934
a) Liability for false or late information ............................................................... 934
b) Exemption from liability when correct information is provided ..................... 934

7. Reimbursement claim by the person providing information ............................... 935
8. Information on traffic data .................................................................................... 935
9. Enforcement of claim for information in interim proceedings ............................ 936

IV. Claim for the disclosure of banking, financial and commercial documents ............ 937
1. Legal base and purpose of the claim ..................................................................... 937
2. The conditions for the claim ................................................................................. 937
3. The scope of the claim ........................................................................................... 937
4. Refusal of claim if disproportionate ...................................................................... 938

Contents Table of Contents

XLVI

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1


Reemers Publishing Services GmbH
O:/Beck/978-3-406-65074-1/3d/06_IVZ.3d from 16.09.2013 21:23:09

3B2 9.1.580; Page size: 160.00mm � 240.00mm

5. Order by interim injunction .................................................................................. 938
6. Inadmissible evidence in criminal proceedings ..................................................... 939
7. Cost of production of documents .......................................................................... 939

V. Claims for information and accounts in cases of indirect patent infringement ...... 939
F. Claim for recall and destruction ......................................................................................... 940

I. Legal basis .................................................................................................................. 940
II. Claim for destruction ................................................................................................. 940

1. General conditions for the claim ........................................................................... 940
2. Debtors to the claim for destruction ..................................................................... 941
3. Exclusion of claim if disproportionate .................................................................. 941
4. Implementation of destruction .............................................................................. 942
5. The destruction of materials and apparatus .......................................................... 943

III. Claim for recall .......................................................................................................... 943
1. Basis of the claim ................................................................................................... 943
2. The contents of the Claim ..................................................................................... 944
3. Exclusion of claim if disproportionate .................................................................. 944

IV. Recall and destruction claims in the case of indirect patent infringement .............. 945
G. Statute of limitation for the claims .................................................................................... 945

I. Statute of limitation pursuant to Section 141 PatG .................................................. 945
II. The beginning of limitation ....................................................................................... 946

III. Limitation of the residual damages claim ................................................................. 947
IV. Statute of limitation of the claim for compensation ................................................. 947

H. Publication of a judgment .................................................................................................. 948
I. Legal basis for publication of a judgment ................................................................. 948

II. Formal requirements for publication of a judgment ................................................ 948
III. Legitimate interest ...................................................................................................... 949
IV. The court’s discretion ................................................................................................ 950
V. Type and extent of publication .................................................................................. 950

VI. Using authorisation to publish .................................................................................. 950

§ 11. European Patent and European Patent Court

I. Current position .................................................................................................................. 951
II. The European Patent with unitary effect ........................................................................... 952

1. European Court of Justice Opinion 1/09 of 8th March 2012 .................................... 952
2. Enhanced cooperation: the “European Patent Package” .......................................... 952

a) The Unitary Patent Regulation .............................................................................. 953
b) Translation Regulation ........................................................................................... 954
c) Patent Court Agreement: Unified Patent Court (UPC) ........................................ 954

§ 12. Other proceedings and claims in patent cases

A. Criminal patent law ............................................................................................................ 959
I. General ....................................................................................................................... 959

II. Objective elements (actus reus) ................................................................................. 960
1. Punishable alternative actions ............................................................................... 960
2. “Acts carried out for commercial purposes/on a commercial basis” ................... 961
3. Granted patents or supplementary protection certificates .................................... 961
4. Scope of patent protection ..................................................................................... 962
5. Offenders and accomplices .................................................................................... 962

III. Subjective criteria (plus mens rea) ............................................................................. 962
1. Intent ...................................................................................................................... 962
2. Mistakes ................................................................................................................. 962

a) Mistake of fact ................................................................................................... 962
b) Mistake in law ................................................................................................... 963

IV. Attempts ..................................................................................................................... 963
V. Prosecution ................................................................................................................ 963

1. Request: (particular) public interest ...................................................................... 963

Table of Contents Contents

XLVII

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1


Reemers Publishing Services GmbH
O:/Beck/978-3-406-65074-1/3d/06_IVZ.3d from 16.09.2013 21:23:10

3B2 9.1.580; Page size: 160.00mm � 240.00mm

2. Time limit for filing requests ................................................................................. 964
3. Limitation period ................................................................................................... 964
4. Private prosecution ................................................................................................ 965
5. Public prosecution ................................................................................................. 965

VI. Consequences ............................................................................................................. 965
1. Deprivation ............................................................................................................ 965
2. Forfeiture of the proceeds of an act ...................................................................... 966
3. The legal rights of the aggrieved party .................................................................. 966
4. Summary proceedings ............................................................................................ 966
5. Recovery procedures .............................................................................................. 966
6. Publication of the judgment .................................................................................. 967

B. Border seizure proceedings ................................................................................................. 967
I. Border seizure procedures: section 142 a PatG ......................................................... 967

1. Primacy of community law ................................................................................... 967
2. Purpose of the provision ........................................................................................ 968
3. Substantive requirements giving rise to national seizure procedures ................... 969

a) Patent-infringing products ................................................................................ 969
b) Import/export .................................................................................................... 969

4. Formal conditions for seizure ................................................................................ 970
a) Request .............................................................................................................. 970
b) Applicant ........................................................................................................... 970
c) Duration of the request ..................................................................................... 971
d) Posting of a security .......................................................................................... 971

5. Procedure following a seizure of goods by the customs authorities ..................... 971
a) Notification and time limit ............................................................................... 971
b) Absence of timely objection .............................................................................. 972
c) Timely objection ............................................................................................... 972

6. Risk of damage claims ........................................................................................... 972
7. Right of appeal ....................................................................................................... 974

II. Seizure under EU law EC Regulation No. 1383/2003 ............................................... 974
1. Primacy of community law ................................................................................... 974
2. Scope of application ............................................................................................... 974
3. General/Purpose of the provisions ........................................................................ 976
4. Substantive requirements giving rise to seizure procedures ................................. 977

a) Patent-infringing products ................................................................................ 977
b) Simple suspicion ............................................................................................... 977
c) The external borders of the EU: Import/export ............................................... 978

5. Formal conditions for seizure ................................................................................ 979
a) Without a request ............................................................................................. 979
b) Lodging and processing of applications “for action by the customs

authorities” ........................................................................................................ 979
c) Applicant ........................................................................................................... 980
d) Content/form .................................................................................................... 980
c) Duration of the application .............................................................................. 980
f) Declaration of assumption of liability .............................................................. 980
g) Competence ....................................................................................................... 980

6. Procedure ............................................................................................................... 980
a) Notification of the customs department by the Federal Finance Directorate,

Art. 8 para. 2 Regulation 1383/2003 ................................................................. 980
b) Discovery of infringing goods, Art. 9 para. 1 Regulation 1383/2003 ............... 980
c) Notification, Art. 9 para. 2 Regulation 1383/2003 ............................................ 981
d) Declaratory procedure, Art. 10 Regulation 1383/2003 ..................................... 981
e) Simplified destruction procedure Art. 11 Regulation 1383/2003/§ 142 b PatG 981

7. Risk of damage claims ........................................................................................... 982
8. Legal remedy and defence measures ..................................................................... 983

C. Allegation of entitlement and misleading advertising ....................................................... 983
I. General ....................................................................................................................... 983

Contents Table of Contents

XLVIII

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1


Reemers Publishing Services GmbH
O:/Beck/978-3-406-65074-1/3d/06_IVZ.3d from 16.09.2013 21:23:10

3B2 9.1.580; Page size: 160.00mm � 240.00mm

1. Allegation of entitlement to a patent .................................................................... 983
2. Further assessment criteria based on general competition rules .......................... 984

II. The right to information resulting from an allegation of entitlement to a patent,
section 146 PatG ........................................................................................................ 984
1. Essential conditions governing the exercise of the right to information .............. 984

a) Allegation of entitlement to a patent ................................................................ 984
b) Public statements .............................................................................................. 985
c) The right to sue ................................................................................................. 986
d) The right to be sued .......................................................................................... 986
e) Requests for information .................................................................................. 986

2. The legal consequences of exercising a right to information ............................... 986
a) Scope of the duty to inform .............................................................................. 986
b) Legal obligations ................................................................................................ 987
c) Information procedure ...................................................................................... 987

III. Intellectual property rights in advertising ................................................................. 987
1. Application of general competition rules .............................................................. 987
2. No specific labelling requirements under patent law ............................................ 988
3. Existence of patent protection ............................................................................... 988
4. Material scope of protection .................................................................................. 990
5. Utility models ......................................................................................................... 990
6. Validity of intellectual property rights .................................................................. 990
7. Sphere of personal responsibility ........................................................................... 991
8. Civil proceedings .................................................................................................... 991

D. Claims arising from unjustified warnings of property right infringement ....................... 991
I. Differentiation ............................................................................................................ 991

1. Letter of notice ....................................................................................................... 991
2. Warning (reprimand) ............................................................................................ 992
3. Warnings issued to manufacturers and their customers ...................................... 992

II. Intrusion into an established and operating business ............................................... 993
1. Unlawful warning letters ....................................................................................... 993
2. Unlawfulness .......................................................................................................... 994
3. Fault – minor negligence ....................................................................................... 995
4. Legal consequences ................................................................................................ 996

a) Injunction .......................................................................................................... 996
b) Removal, information ....................................................................................... 996

III. Warnings used as an unlawful business practice ...................................................... 997

§ 13. The law of utility models

A. General ............................................................................................................................... 1001
I. The importance of the law of utility models ............................................................. 1001

II. Historical development of the law of utility models ................................................. 1002
III. Development of European law .................................................................................. 1003
IV. Legal bases .................................................................................................................. 1004

B. Protection: Subject-matter and prerequisites ..................................................................... 1004
I. The technical invention ............................................................................................. 1004

II. Novelty ....................................................................................................................... 1005
III. Inventive step ............................................................................................................. 1008
IV. Commercial applicability ........................................................................................... 1009
V. Exceptions from utility model protectability ............................................................. 1009

C. Inventor’s rights and invention ownership ........................................................................ 1011
D. Formation and expiration of the utility model .................................................................. 1012

I. Application and registration ...................................................................................... 1012
1. General prerequisites ............................................................................................. 1012
2. Form and contents of the application ................................................................... 1012
3. Claiming a senior right .......................................................................................... 1013
4. Withdrawal of the application ............................................................................... 1015
5. Limited scope of review ......................................................................................... 1015

Table of Contents Contents

XLIX

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1


Reemers Publishing Services GmbH
O:/Beck/978-3-406-65074-1/3d/06_IVZ.3d from 16.09.2013 21:23:11

3B2 9.1.580; Page size: 160.00mm � 240.00mm

6. Registration ............................................................................................................ 1016
7. Branch-off registration ........................................................................................... 1016
8. International utility model applications ................................................................ 1017

II. Term of protection and expiration of the utility model ........................................... 1017
III. The cancellation of the utility model ........................................................................ 1018

1. Cancellation claim ................................................................................................. 1018
2. Cancellation application ........................................................................................ 1020
3. Cancellation proceedings ....................................................................................... 1020
4. Relationship between cancellation proceeding and infringement litigation ......... 1021

IV. Appeal proceedings .................................................................................................... 1022
V. Costs of representation in cancellation and appeals proceedings ............................. 1023

E. Content and scope of protection of the utility model ....................................................... 1023
I. Effects of a utility model registration ........................................................................ 1023

II. Limitations of the utility model ................................................................................. 1023
III. Scope of protection .................................................................................................... 1024
IV. Objections in infringement actions ........................................................................... 1025

1. Objection of liability to cancellation ..................................................................... 1025
2. Free state of the art (“Formstein Objection”) ....................................................... 1026
3. Objection of illicit extraction ................................................................................. 1026
4. Further objections .................................................................................................. 1026

F. Utility models in business transactions .............................................................................. 1026
G. Consequences of the utility model infringement under civil law ..................................... 1027

I. Damage compensation claim ..................................................................................... 1027
II. Deletion claim ............................................................................................................ 1027

III. Presentation and inspection claim ............................................................................ 1028
IV. Judgment publication claim ....................................................................................... 1028

H. Consequences of the utility model infringement under criminal law .............................. 1028
I. Utility model infringement action ....................................................................................... 1029

I. Pre-trial measures: Gathering evidence and warning ............................................... 1029
II. Preliminary injunction ............................................................................................... 1029

1. Substantial likelihood of success on the merits of the case .................................. 1029
2. Substantial threat of irreparable damage or injury ............................................... 1030

III. General preconditions for decisions on the merits ................................................... 1031
IV. The Judgment and its validity ................................................................................... 1031
V. Determination of the disputed amount and costs of the utility model action ......... 1031

VI. Restitution action (sec. 578 et seq. ZPO) and action to oppose enforcement
(§ 767 ZPO) ............................................................................................................... 1032

VII. Seizure by the customs agency .................................................................................. 1032
VIII. Utility models in execution ....................................................................................... 1032

J. Unjustly claiming a utility model ........................................................................................ 1033

§ 14. The supplementary protection certificate

A. General, purpose, history and legal character of the certificate ........................................ 1037
I. Overview .................................................................................................................... 1037

1. Temporal relevance of the supplementary protection certificate .......................... 1037
2. Economic relevance of the supplementary protection certificate ......................... 1038
3. Scope of application ............................................................................................... 1039

II. Relationship between grant of the patent and authorisation under pharmaceutical
law .............................................................................................................................. 1039
1. Overview of the drug authorisation procedures .................................................... 1040
2. Differentiation between preparatory actions and actual authorisation procedure 1041
3. The early patent application .................................................................................. 1042
4. The factual reduction of the patent duration and its ‘countermeasures’ ............. 1042
5. Conceivable alternatives to the supplementary protection certificate .................. 1044

III. History ....................................................................................................................... 1044
IV. Legal character ........................................................................................................... 1045

Contents Table of Contents

L

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1


Reemers Publishing Services GmbH
O:/Beck/978-3-406-65074-1/3d/06_IVZ.3d from 16.09.2013 21:23:11

3B2 9.1.580; Page size: 160.00mm � 240.00mm

B. Substantive granting prerequisites ...................................................................................... 1046
I. General ....................................................................................................................... 1046

II. Product ....................................................................................................................... 1046
III. Basic patent ................................................................................................................ 1048

1. Discrepancy between basic patent and authorisation ........................................... 1049
2. Multiple basic patents and patent holders ............................................................ 1050

IV. First marketing authorisation .................................................................................... 1051
1. Senior and extraterritorial authorisations ............................................................. 1052
2. Interim extension in case of ex-post authorisation ............................................... 1053

V. No earlier certificate ................................................................................................... 1054
C. Calculation of term ............................................................................................................. 1055

I. General ....................................................................................................................... 1055
II. Relevant date for the calculation of term .................................................................. 1056

1. Grant of the basic patent ....................................................................................... 1056
2. Lodging the basic patent application ..................................................................... 1057
1. Grant of the first marketing authorisation ............................................................ 1058

III. Discrepancy between delay and term ........................................................................ 1058
IV. Negative terms ........................................................................................................... 1059

D. Subject matter and scope of protection ............................................................................. 1060
I. General ....................................................................................................................... 1060

II. Specific problems of the scope of protection ............................................................ 1061
1. Salt problem ........................................................................................................... 1061
2. Indication patents .................................................................................................. 1063
3. Substance combinations ......................................................................................... 1065

a) Formulation patents – active ingredient and adjuvant .................................... 1065
b) Substance combinations .................................................................................... 1066

E. Rights, limitations and obligations ..................................................................................... 1070
I. Rights of the certificate holder .................................................................................. 1071

1. Rights of use and exclusivity ................................................................................. 1071
2. Licenses .................................................................................................................. 1071
3. Right to the SPC (Art. 6 RegSPC) ......................................................................... 1073

II. Limitations and obligations ....................................................................................... 1074
F. Grant procedure .................................................................................................................. 1075

I. General ....................................................................................................................... 1075
II. Application ................................................................................................................. 1075

1. General application requirements ......................................................................... 1076
2. Form and content of the application .................................................................... 1076
3. Application deadline .............................................................................................. 1078
4. Application regarding the term extension of an SPC ........................................... 1080
5. Application fees ..................................................................................................... 1081
6. Publication of an application notice ...................................................................... 1081

III. Grant and announcement .......................................................................................... 1082
IV. Fees to maintain the SPC .......................................................................................... 1084

G. Expiry, invalidity and revocation ....................................................................................... 1084
I. Reasons for expiry pursuant to Art. 14 RegSPC ....................................................... 1084

II. Reasons for invalidity pursuant to Art. 15 RegSPC .................................................. 1086
III. Revocation of a term extension ................................................................................. 1087
IV. Announcement .......................................................................................................... 1087

H. Remedies ............................................................................................................................ 1088

Index ........................................................................................................................................ 1089

Table of Contents Contents

LI

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1


Reemers Publishing Services GmbH
O:/Beck/978-3-406-65074-1/3d/06_IVZ.3d from 16.09.2013 21:23:12

3B2 9.1.580; Page size: 160.00mm � 240.00mm

https://doi.org/10.5771/9783845259024_1 - Generiert durch IP 157.55.39.51, am 05.03.2026, 17:59:19. © Urheberrechtlich geschützter Inhalt. Ohne gesonderte
Erlaubnis ist jede urheberrechtliche Nutzung untersagt, insbesondere die Nutzung des Inhalts im Zusammenhang mit, für oder in KI-Systemen, KI-Modellen oder Generativen Sprachmodellen.

https://doi.org/10.5771/9783845259024_1

